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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see page 4, filed January 18, 2006, with respect to the 35 
U.S.C 112 rejection of claim 3 have been fully considered and are persuasive. The 
U.S.C 112 rejection of claim 3 has been withdrawn. 

2. Applicant's arguments, see pages 7-11 of remarks, filed January 18, 2006, with 
respect to the rejection(s) of claim(s) 1-4 under 35 U.S.C. 103 have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Engelson (US 5944733). 

Terminal Disclaimer 

3. The terminal disclaimer filed on January 1 8, 2006 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of US 6,227,126 and US 10/774833 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Claim Rejections - 35 USC § 102 

4.. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

I 

5. Claims 1 , 4-6, 8 and 9 are rejected under 35 U.S.C. 1 02(e) as being 
unpatentable over Engelson (US 5944733). 

Regarding Claim 1, Engelson teaches a coil deployment device comprising; an 
elongated flexible positioning member comprising a lumen (116) and proximal and distal 
ends; an embolic coil (102), An elongated flexible delivery member (120, 106) having a 
lumen (fig. 3), positioned within the lumen of the positioning member; a heating element 
(108) mounted at the distal end of the delivery member (120, 106); a non optical energy 
transmission conductor (106) along the lumen of the delivery member and extending 
from the proximal end to the distal end of the delivery member, being coupled to said 
heating element (108, fig. 2a) said energy transmission conductor coupled to the 
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heating element (fig. 2a); a non-metallic heat responsive coupling member (110) 
coupled to the heating element and normally retaining the embolic coil (102) by an 
adhesive bond (104), said heat responsive coupling member (110) comprises a 
biocompatible adhesive (Column 7, proximate lines 54-57), the adhesive exhibits the 
characteristic of, upon being heated, releasing the adhesive bond and the embolic coil 
at the preselected site (Column 8, proximate lines 56-66) 

Regaridng Claim 4, Engelson teaches the device of claim 1 , wherein the adhesive is 
a hot melt adhesive polymer (Column 7, proximate lines 54-60) 

Regarding Claim 5, Engelson teaches the device of claim 4, wherein the hot melt 
adhesive, upon being heated, softens to stretch and release the adhesive bond (column 
8, proximate lines 56-66) 

Regarding Claim 6, Engelson teaches device of claim 5, wherein the hot melt 
adhesive has a lower yield strength, upon being heated, than prior to being heated (it is 
noted that the adhesive inherently has a lower yield strength when it is softened by 
heating) 

Regarding Claim 8, Engelson teaches the device of claim 1, wherein the adhesive 
bond, upon being heated, breaks when said delivery member is retracted with respect 
to said positioning member to release said embolic coil (fig. 2b) 

Regarding Claim 9, Engelson teaches the device of claim 9, wherein the release of 
said embolic coil comprises disengaging said heating element from said embolic coil by 
breaking said adhesive bond (Column 8, proximate lines 55-66) 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Engelson 
as a matter of design choice. Engelson teaches all limitations of preceding dependent 
claim 1, but fails to disclose wherein the heating element is an electrically heated coil. 
Since the application does not disclose that an electrically heated coil provides any 
advantage over a radio-frequency heated element, and it appears that the device of 
Engelson performs the task of heating the hot melt adhesive to release the embolic coil 
at the desired location, it would have been an obvious matter of design choice to 
provide the device of Engelson with an electrically heated coil as a heating element. 

8. Claims 3 and 7 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Engelson as a matter of design choice. Engelson teaches the device of preceding 
dependent claim 1 as previously described, and further teaches wherein said adhesive 
is a hot melt adhesive that is bonded to the embolic coil prior to exhibiting said 
characteristic. of releasing upon being heated (fig. 1a) 

Engelson however fails to disclose specifically wherein the yield strength is 
reduced at least 50% when heated about 65 degrees Celsius, or wherein said hot melt 
adhesive softens so that it may be stretched upon being heated to at least about 63 
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degrees Celsius. Engelson does disclose a number of possible hot melt adhesives, and 
further discloses wherein each of these has a proper transition temperature (wherein 
the thermoplastic softens and releases the adhesive bond) for safe, efficient and reliable 
detachment of the vasoocclusive member (Column 7, proximate lines 54-66). It would 
have been an obvious matter of design choice to choose a thermoplastic wherein the 
yield strength is reduced at least 50% when heated about 65 degrees Celsius, or 
wherein said hot melt adhesive softens so that it may be stretched upon being heated to 
at least about 63 degrees Celsius, since it appears that the device of Engelson performs 
the task of heating the hot melt adhesive to the proper temperature for softening and 
releasing the coil member equally well as that disclosed in the application, and further 
since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Natalie Pous whose telephone number is (571) 272- 
6140. The examiner can normally be reached on Monday-Friday 8:00am-5:30pm, off 
every 2nd Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan Nguyen can be reached on (571) 272-4963. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
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